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DETAILED ACTION 



Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

1. Claims 1-7, 8-9 and 1 1 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. Claim 1 recites the limitation "the" in "the front part." There 
is insufficient antecedent basis for this limitation in the claim. Claims 5-7 recite the limitations 
"first part" and "second part." There is insufficient antecedent basis for this limitation in the 
claim. Claim 8 recites the limitations "first part" and "said chamber." There is insufficient 
antecedent basis for these limitations in the claim. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

2. Claims 1-2, 6, 10, and 12-13 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Marlin (US 6,168,432). As to claims 1 and 10, Marlin discloses a two-part needle for injecting 
heated thermoplastic material into a dental cavity comprising a rear tubular part (16,12) of 
greater diameter than a front part (74; Figure 7); a chamber in the rear part (78); an open ended 
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cartridge provided with a nozzle (80); having heated thermoplastic material positioned in said 
chamber (column 3, lines 19-22); and plunger means in said syringe for forcing said 
thermoplastic material through the needle (14; and col 3, In 1-2). As to claim 2, Marlin discloses 
the length of the front part of the needle can be selected from 20 mm to 30 mm (col 4, In 9-12) 
and is bendable (col 3, In 23-27). As to claim 6, Marlin discloses that each part of the needle is 
attached to each other by brazing (col 1, In 29-30). It should be noted however, that applicant is 
claiming an article of manufacture and not the process of forming/making the device, 
accordingly, the manner in which the device is formed, i.e. brazing, is not given patentable 
weight. As to claim 12, Marlin discloses that the thermoplastic material is gutta percha (col 3, In 
6-7). As to claim 13, the needle is fabricated of a metal alloy (col 1, In 46-47). 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. Claims 3, 8-9 and 1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Marlin in view of Botich (US 5,407,431). As to claim 3, Marlin discloses a needle for injecting 

heated thermoplastic material into a dental cavity as previously described, but fails to show a 

circumferential external groove on the rear part, wherein an O-ring is inside said groove. Botich, 

however, teaches the use of a needle having a rear part with a chamber (21,31), wherein said part 

has a circumferential external groove (41) with an O-ring (39) in said groove (Figure 2-3). 
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Therefore, it would have been obvious to one having ordinary skill in the art at the time of 
applicant's invention to include an external groove with an O-ring in said groove in order to 
provide a sealing engagement for the chamber and its housing as taught by Botich. As to claim 
8, Marlin discloses a needle for injecting heated thermoplastic material in a dental cavity 
comprising a rear tubular part (16,12) provided with a funnel-shaped opening (14) adjacent said 
syringe (Figure 2); a front part (74; Figure 7) having a smaller diameter than the rear part; an 
open ended cartridge (80); having heated thermoplastic material positioned in a chamber 
(column 3, lines 19-22); and plunger means in said syringe for forcing said thermoplastic 
material through the needle (14; and col 3, In 1-2). Marlin fails to show the rear tubular part 
having a circumferential groove defining the end of a chamber remote from a funnel-shaped 
opening. Botich, however, teaches the use of a needle having a rear part with a chamber (21,31), 
wherein said part has a circumferential external groove (41) with an O-ring (39) in said groove 
(Figure 2-3) remote from a funnel-shaped opening (27, Figure 3). Therefore, it would have been 
obvious to one having ordinary skill in the art at the time of applicant's invention to include an 
external groove with an O-ring in said groove in order to provide a sealing engagement for the 
chamber and its housing as taught by Botich. As to claim 9, Marlin discloses the thermoplastic 
material is gutta percha (col 3, In 5-6). As to claim 11, Marlin discloses plunger means that 
correspond to a configuration of a funnel-shaped opening in the rear tubular part (14). 

4. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Marlin in view of 
Botich further in view of Brandhorst (US 5,722,830). Marlin and Botich disclose the two-part 
needle as previously described while Botich also shows that the groove (41) forms a narrow 
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opening in the chamber. However, Marlin and Botich fail to show that the nozzle of the 
cartridge projects through the narrow opening. Brandhorst teaches a dental substance dispenser 
that has a cartridge (20) wherein the nozzle of said cartridge projects through the narrow opening 
(28,29) formed from a groove (13,15). Therefore, it would have been obvious to one having 
ordinary skill in the art at the time of applicant's invention to make the nozzle of the cartridge 
project through the narrow opening created by a groove in order to ensure that the end of the 
nozzle will retain its orientation with respect to the engaging cartridge as taught by Brandhorst. 

5. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Marlin in view of 
Osborne (US 2002/0019595). Marlin discloses a needle for injecting heated thermoplastic 
material into a dental cavity as previously described, but fails to show that each part of the needle 
is attached to each other by soldering. It should be noted that applicant is claiming an article of 
manufacture and not the process of forming/making the device; accordingly, the manner in 
which the device is formed, i.e. soldering, is not given patentable weight. Still, for the purpose 
of examination, Osborne teaches a needle with a first part (20) and a second part (30) wherein 
each part is attached to each other by soldering (paragraph 33). Therefore, it would have been 
obvious to one having ordinary skill in the art at the time of applicant's invention to solder each 
part together in order to ensure a strong, welded connection as taught by Osborne. 

6. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Marlin in view of 
Fischer (US 6,422,865). Marlin discloses a needle for injecting heated thermoplastic material 
into a dental cavity as previously described, but fails to show that each part of the needle is 
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attached to each other by gluing. It should be noted that applicant is claiming an article of 
manufacture and not the process of forming/making the device; accordingly, the manner in 
which the device is formed, i.e. gluing, is not given patentable weight. Still, for the purpose of 
examination, Fischer teaches a needle with a first part (40) and a second part (60) wherein each 
part is attached to each other by gluing (col 7, In 8-12). Therefore, it would have been obvious to 
one having ordinary skill in the art at the time of applicant's invention to glue each part together 
in order to ensure a strong, adhesive connection as taught by Fischer. 

7. Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over Marlin in view of 
Berke (US 5,461,445). Marlin discloses a needle for injecting heated thermoplastic material into 
a dental cavity as previously described, but fails to show the needle is fabricated of a thermo- 
conductive plastic. Berke, however, teaches a needle that is fabricated from conductive plastics 
(col 5, In 67-68). Therefore, it would have been obvious to one having ordinary skill in the art at 
the time of applicant's invention to make the needle out of a conductive plastic material in order 
to reduce the extent of grinding operations as taught by Berke. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Please refer to included form PTO-892 for all additional pertinent prior art related to 
needles for obturating dental cavities. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jonathan Werner whose telephone number is (571) 272-2767. 
The examiner can normally be reached on Monday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kevin Shaver can be reached on (571) 272-4720. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




JSW 
12/19/05 




